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Applicant's response, has been carefully considered. Each of applicant's 
arguments is specifically addressed below within the body of each individual rejection to 
which those arguments were directed. 

Newly submitted claims 97-103 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

The originally presented claims and claims 97-103 are related as mutually 
exclusive species in an intermediate-final product relationship. Distinctness is proven for 
claims in this relationship if the intermediate product is useful to make other than the 
final product (MPEP § 806.04(b), 3rd paragraph), and the species are patentably distinct 
(MPEP § 806, 04(h)). In the instant case, the intermediate product is deemed to be useful 
in a process to coat an untextured amorphous surface and the inventions are deemed 
patentably distinct since there is nothing on this record to show them to be obvious 
variants. Should applicant traverse on the ground that the species are not patentably 
distinct, appUcant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions anticipated by the 
prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of 
the other invention. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 97-103 stand withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1 . 142(b) and 
MPEP § 821.03. 
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The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 
form the basis for the rejections under this section made in this Office action; 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 45, 46, 47, 85 and 90-95 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 5071833. 

The reference teaches a precursor composition for forming yttrium barium copper 
oxide superconductors comprising yttrium acetate, barium trifluoroacetate and copper 
propionate. See column 9, line 7 through column 15, line 2; and examples I-IV. The 
instant claims are to a composition in the form of a solution. The prior art teaches 
preferred solvents therein include materials such as THF and lower alcohols (see column 
17). The instant specification discloses preferred embodiments of the solvents assumed 
to form solutions exhibiting the recited properties of the solutions formed including 
materials such as THF and lower alcohols (page 3, line 17). It is clear that the prior art 
discloses compositions in the form of solutions comprising similar precursors and similar 
solvents to those of the instant invention. The properties recited in the instant claims 
would necessarily exhibit these same properties as the properties of a composition are 
inseparable from the composition. In the alternative, critical disclosure of limitations 
necessary to exhibit the recited properties is missing from the instant claims and 
specification. The mere failure of a reference to disclose all the advantages asserted by 
applicant is not a substitute for actual difference in properties. In re DeBlauwe, 222 
USPQ 191. An apparently old composition cannot be converted into an unobvious one 
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simply by the discovery of a characteristic that one cannot glean from the cited prior art. 
Titanium Metals Corporation v. Banner, 227 USPQ 773. 

There is nothing in the record highlighting any particular limitation necessary to 
exhibit the desired use characteristics. The instant claims are only enabled for 
compositions that inherently exhibit such characteristics. The intended use disclosed by 
Laine does not exclude the compositions disclosed therein from the scope of the instant 
claims. Patentability does not depend upon intended use. Ex Parte Wikdahl, 10USPQ2d 
1546. In that a similar composition would be expected to exhibit similar properties, there 
is no reason to believe the compositions of Laine would not satisfy the limitations of the 
instant claims. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or descnbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 48, 49, 50, 59-62, 64, 65, 87, 89 and 96 are rejected under 35 
U.S.C. 103(a) as being unpatentable over US Patent 5071833 as apphed above, and 
further in view of US Patent 5304533. 

The difference between US 5071833 and the instant claims is the addition of a 
Lewis Base such as an amine or ammonia to the composition. US 5304533 teaches that a 
base such as an amine or ammonia (See claim 6) may be added to metallorganic 
precursor compositions for forming yttrium barium copper oxide superconductors in 
order to promote hydrolysis. It would have been obvious to one of ordinary skill in the 
art to add a base, such as ammonia, to the composition of 5071833 because the prior art 
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teaches hydrolysis would be promoted. There providing clear and identified motivation 
to make the modification suggested. Both processes require hydrolysis of the precursors 
on the way to oxide formation. A compound known to promote hydrolysis of similar 
precursors in similar solvents would be expected to promote hydrolysis in the process of 
the primary reference. No evidence has been presented that one of ordinary skill in the 
art would not expect said amine or ammonia to promote hydrolysis in the process of the 
primary reference. 

One of ordinary skill in the art is not required to physically incorporate Kobayashi 
into the examples of Laine. A reference is considered for that which it would teach one 
of ordinary skill in the art. In re Boe, 148 USPQ 507, 510; /« re Lamberti, 192 USPQ 
279; In re Fracalossi, 215 USPQ 569; In re Kaslow, 217 USPQ 1089, 1095. In this 
instance, one of ordinary skill in the art learns certain compounds promote hydrolysis of 
precursor similar to those of Laine. The motivation to modify Laine is found in the prior 
art of clearly and explicitly set forth above. 

It is clear that the prior art discloses compositions in the form of solutions 
comprising similar precursors and similar solvents to those of the instant invention. The 
properties recited in the instant claims would necessarily exhibit these same properties as 
the properties of a composition are inseparable from the composition. In the alternative, 
critical disclosure of limitations necessary to exhibit the recited properties is missing 
from the instant claims and specification. For example, page 16, lines 5-13 of the instant 
specification disclose all of the inventive compositions can produce films having a 
proportion of defects less than 20% and do not set forth any particular limitations 
necessary to obtain such a result, a disclosure that must rely upon the composition 
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necessarily exhibiting the same properties. The mere failure of a reference to disclose all 
the advantages asserted by applicant is not a substitute for actual difference in properties. 
In re DeBlauwe^ 222 USPQ 191, An apparently old composition cannot be converted 
into an unobvious one simply by the discovery of a characteristic that one cannot glean 
from the cited prior art. Titanium Metals Corporation v. Banner, 227 USPQ 773. 

Claims 45, 48 and 90-95 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US Patent 5304533. 

The reference teaches precursor compositions comprising a rare earth metal salt, 
an alkaline earth metal salt, copper carboxylate and a base such as an amine or ammonia. 
See the claims. The instant claims are to a composition in the form of a solution. The 
prior art teaches preferred solvents therein include materials such as THF and lower 
alcohols (see column 5, lines 65-66). The instant specification discloses preferred 
embodiments of the solvents assumed to form solutions exhibiting the recited properties 
of the solutions formed including materials such as THF and lower alcohols (page 3, line 
17). 

It is clear that the prior art discloses compositions in the form of solutions 
comprising similar precursors and similar solvents to those of the instant invention. The 
properties recited in the instant claims would necessarily exhibit these same properties as 
the properties of a composition are inseparable from the composition. In the alternative, 
critical disclosure of Umitations necessary to exhibit the recited properties is missing 
from the instant claims and specification. The mere failure of a reference to disclose all 
the advantages asserted by applicant is not a substitute for actual difference in properties. 
In re DeBlauwe, 222 USPQ 191. An apparently old composition cannot be converted 
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into an unobvious one simply by the discovery of a characteristic that one cannot glean 
from the cited prior art. Titanium Metals Corporation v. Banner, 227 USPQ 773. 

There is nothing in the record highUghting any particular limitation necessary to 
exhibit the desired use characteristics. The instant claims are only enabled for 
compositions that inherently exhibit such characteristics. The intended use disclosed by 
Kobayashi does not exclude the compositions disclosed therein from the scope of the 
instant claims. Patentability does not depend upon intended use. Ex Parte Wikdahl, 10 
USPQ2d 1546. In that a similar composition would be expected to exhibit similar 
properties, there is no reason to believe the compositions of Kobayashi would not satisfy 
the limitations of the instant claims. It is noted claims 97-103 stand withdrawn as 
nonelected by original presentation. 

Claims 59-62, 89 and 96 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US Patent 4956340. 

The reference teaches a precursor composition comprising a rare earth metal salt, 
an alkaline earth metal salt, a transition metal salt such as copper propionate and a base 
such as an amine or ammonia. See column 1, lines 51-59 and example 1. The instant 

I 

claims are to a composition in the forni of a solution. The prior art teaches preferred 
solvents therein include water (see column 17). The instant specification discloses 
preferred embodiments of the solvents assumed to form solutions exhibiting the recited 
properties of the solutions formed including water as a solvent (page 3, line 17). 

There is nothing in the record highlighting any particular limitation necessary to 
exhibit the desired use characteristics. The instant claims are only enabled for 
composirions that inherently exhibit such characteristics. The intended use disclosed by 
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Kimura does not exclude the compositions disclosed therein from the scope of the instant 
claims. Patentability does not depend upon intended use. Ex Parte Wikdahl, 10 USPQ2d 
1546. In that a similar composition would be expected to exhibit similar properties, there 
is no reason to believe the compositions of Kimura would not satisfy the limitations of 
the instant claims. 

It is clear that the prior art discloses compositions in the form of solutions 
comprising similar precursors and similar solvents to those of the instant invention. The 
properties recited in the instant claims would necessarily exhibit these same properties as 
the properties of a composition are inseparable from the composition. In the alternative, 
critical disclosure of Umitations necessary to exhibit the recited properties is missing 
from the instant claims and specification. For example, page 16, lines 5-13 of the instant 
specification disclose all of the inventive compositions can produce films having a 
proportion of defects less than 20% and do not set forth any particular hmitations 
necessary to obtain such a result, a disclosure that must rely upon the composition 
necessarily exhibiting the same properties. The mere failure of a reference to disclose all 
the advantages asserted by applicant is not a substitute for actual difference in properties. 
In re DeBlauwe^ 122 USPQ 191. An apparently old composition cannot be converted 
into an unobvious one simply by the discovery of a characteristic that one cannot glean 
from the cited prior art. Titanium Metals Corporation v. Banner, 227 USPQ 773. 

Applicant has been advised that should claim 64 be found allowable, claim 87 
will be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof When two 
claims in an application are dupUcates or else are so close in content that they both cover 
the same thing, despite a sHght difference in wording, it is proper after allowing one 
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claim to object to the other as being a substantial duplicate of the allowed claim. See 
MPEP § 706.03(k). Applicant has not presented contradictory argument thereto and is 
considered to have conceded that claims 64 and 87 are duplicates. 

THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of 
time poUcy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David M Brunsman whose telephone number is 571-272- 
1365. The examiner can normally be reached on M, W, F, Sa; 6:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell can be reached on 571-272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent AppUcation Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



David M Brunsman 
Primary Examiner 
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